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Opi nion by Walters, Adm nistrative Trademark Judge:

Suppl enmental Restraint Specialists, Inc. (plaintiff)
filed its opposition to the application of Safety
Restrai nt Systenms, Inc. (defendant) to register the mark
shown bel ow on the Principal Register for “installing
ai rbags and airbag sensors in autonmobiles in which the

previ ous airbags have been deployed,” in International
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Class 37.% The application includes a disclainmer of SRS
SAFETY RESTRAI NT SYSTEMS I NC. apart fromthe mark as a
whol e.

Plaintiff also filed a petition to cancel
def endant’ s registration of the mark shown bel ow on the
Suppl enental Register for “installing airbags and airbag
sensors in autonobiles in which the previous airbags have
been deployed,” in International Class 37.2 The
registration includes a disclaimer of exclusive rights to

use the letters SRS apart fromthe mark as shown.

! Application Serial No. 75/041,691, filed on the Principal Register
January 11, 1996, based upon a Canadi an registration and all eging
priority based upon the Canadi an application filing date of July 12,
1995. Plaintiff points out that this application was anended to the
Suppl ement al Regi ster. However, the application was anended back to the
Princi pal Register by Exam ner’s Anendnent of April 28, 1997.

14)

Safety Restraint
Systems Inc.

2 Registration No. 2,068,125, issued on the Supplenental Register on
June 3, 1997, based on a claimof priority and a Canadi an regi stration,
under Section 44.
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As grounds for both the opposition and the petition
to cancel, plaintiff asserts that defendant’s marks, when
applied to defendant’s services, so resenble plaintiff’'s
previously used mark SUPPLEMENTAL RESTRAI NT SPECI ALI STS,
and its previously used design mark incorporating SRS and
SUPPLEMENTAL RESTRAI NT SPECI ALI STS, I NC., shown bel ow,
for the “service and installation of autonobile airbag

»n 3

parts”® as to be likely to cause confusion, under Section

2(d) of the Trademark Act.*

® Plaintiff has filed application Serial No. 75/249,910 for the mark SRS
SUPPLEMENTAL RESTRAI NT SPECI ALI STS, I NC. and application Serial No.

75/ 249,910 for the mark SUPPLEMENTAL RESTRAI NT SPECI ALI STS, each for
services identified as “nobile reinstallation of autonobile airbag
parts.”

“ For the first tine inits brief, plaintiff has argued that defendant’s
mar ks are merely descriptive; and that defendant has not established
that its marks have acquired distinctiveness. Cainms of nere
descriptiveness and | ack of acquired distinctiveness are not relevant to
a mark regi stered on the Supplenental Register. Wth respect to the
opposed application, these issues were not pleaded, tried or
established. W have given these arguments no consi deration

Simlarly, defendant has not argued that plaintiff’s marks are
not inherently distinctive, nor was the issue tried by the parties. W
note the statement by the Federal Circuit, our primary review ng court,
in Towers v. Advent Software, Inc., 913 F.2d 942, 16 USPQ2d 1039, 1041
(1990), that “a petitioner in a trademark cancell ation proceedi ng who
al l eges likelihood of confusion under section 2(d) of the Lanham Act
(15 U.S.C. @1052(d) (1988)) nust establish that the termhe clainms to
be his mark is distinctive of his goods, whether inherently or through

the acquisition of secondary neaning.” However, in Towers, the parties
rai sed and tried before the Board the issue of whether petitioner’s
mar k was inherently distinctive. |In the case before us, on the other

hand, the trial record clearly indicates that the parties shared the

assunption that, except for defendant’s mark on the Suppl enenta

Regi ster, the marks involved herein are inherently distinctive. Thus,
i n reachi ng our decision, we have considered plaintiff’'s mark and the
mark in defendant’s pending application to be inherently distinctive.
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( FRALEMENTAL
TEITRAINT
APECIALISTS g

Def endant, in its answer in each proceedi ng, denied
the salient allegations of the claim The opposition and
cancel | ati on proceedi ngs have been consolidated and are
consi dered together in this opinion.

Procedural WMatters

As a prelimnary matter we address the fact that
several of the testinony depositions, exhibits and briefs
have been submtted as “Confidential.” |In this regard,
we note the rel evant provisions of Trademark Rul e
2.125(e), 37 CFR 8§2.125(e):

Upon notion by any party, for good cause, the

Trademark Trial and Appeal Board may order that

any part of a deposition transcript or any

exhibits that directly disclose any trade secret

or other confidential research, devel opnent, or

commercial information may be filed under seal

and kept confidential under the provisions of

§2.27(e).
However, as noted in the Board s order of June 10, 1999,
neither plaintiff nor defendant has requested a
protective order with respect to such materials, nor have

the parties filed a stipulated protective order.

Mor eover, only those portions of filings which are truly
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confidential in nature should be filed under seal as
confidential.

Therefore, within thirty days of the date of this
decision, the parties nust resubmt their respective
mat eri al s designated as “confidential” by placing themin
a separate envel ope clearly designated as confidenti al,
with those portions which are not confidential being
subm tted in the normal manner; noreover, only those
pages which truly contain confidential material should be
submitted as such.® In connection therewith, plaintiff or
defendant is directed to prepare a protective order
preferably upon terms nutually agreeable to the other
party, for the Board s consideration, including an
expl anati on of why those portions subm tted under seal
are deened to be confidential in nature. W will keep
the materials that are presently stanped “confidential”
under seal until we decide the notion upon resubm ssion
If no resubm ssion is made within the specified period,
we will treat both parties’ entire subm ssions as part of
the public record.

We consi der, next, defendant’s August 17, 1999

nmotion to strike plaintiff’s exhibits nos. 79-87. The

5 To the extent possible, the Board encourages plaintiff to redact
confidential information fromits exhibits.
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Board, in its order of February 22, 2000, deferred
deci sion on defendant’s notion until final decision, so
we consider this nmotion now Defendant contends that
these exhibits are inadm ssible because they were
submi tted during plaintiff’s rebuttal period® by notice of
reliance and they are not printed publications or
of ficial records which nmay be submtted by notice of
reliance; and that the exhibits were not previously
produced or identified in response to defendant’s
di scovery requests.

VWhile it is clear fromthe record that the exhibits
were submitted by notice of reliance’ on July 31, 1999
during plaintiff’s rebuttal testinmony period, it is not
necessary for us to consider whether or not such evidence
is properly the subject of a notice of reliance or
whet her the unsigned notice of reliance is valid.® The
sane exhibits (nos. 79-87) were also subnmtted with the
July 30, 1999 rebuttal testinmony of Bruce Strain, and

properly introduced in connection therewth.

5 This objection is not based on any allegation that the matter
subm tted is not proper for rebuttal

“Inits order of Septenmber 30, 1999, the Board noted that plaintiff’s
notice of reliance was unsigned and directed plaintiff to file a signed
copy within twenty days. A signed copy was never submtted.

8 Although the Board, in its order of February 22, 2000, deferred
deci sion on defendant’s notion to strike until final decision, the Board



Opposition No. 107,476 and Cancell ati on No. 26,722

Def endant’ s objection that the evidence was not
di scl osed during discovery is also not well taken.

Def endant has not pointed to any specific discovery
request that would have required the disclosure of this
evi dence. Therefore, defendant’s notion to strike

exhi bits nos. 79-87 is denied.

We consider, next, plaintiff’s request in its brief
that the Board take judicial notice of two exhibits
submtted with its brief. Exhibit Ato the brief is a
copy of a newspaper article and Exhibit B is an excer pt
froman atlas. The newspaper article is inappropriate
subject matter for judicial notice. Further, plaintiff’s
request is nerely an attenpt to introduce additional
evi dence outside of its testinony period. W have given
exhi bit A no consideration. \While we do not condone
plaintiff’s attenpt to supplenent the record at this late
stage, Exhibit B, a map of Ontario fromthe Rand MNal |y
Cosmopolitan World Atlas (1987), is anenable to judicial
notice and, thus, we take judicial notice thereof. W do
not, however, separately take judicial notice of the
di stances between cities shown on that map.

Next, we consider various objections by plaintiff to

def endant’ s evidence submtted as exhibits to testinony.

noted therein that exhibits nos. 79, 85 and 86A, at |east, are clearly
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Plaintiff contends that defendant’s exhibits nos. 8-10,
12 and 15 shoul d be excluded as hearsay. Exhibit no. 8
is athird-party letter to defendant stating that the
writer has received defendant’s informati on package;
exhibit no. 9 is a third-party letter to defendant
stating that defendant has purchased airbag books and

el ectrical repair manuals fromthe witer’s conpany since
Septenber 1993; exhibit no. 10 is a third-party letter to
def endant asking for an information packet regarding
possi bl e franchising; exhibit no. 12 is a third-party

|l etter to defendant thanking defendant’s M. Bunker for
participation in a 1995 apprai sers conference; and
exhibit no. 15 is a third-party letter froma graphics
and printing conpany stating that the conpany did
printing for defendant. These exhibits would be hearsay
only if they are considered for the truth of the
statenents contained therein.® To the extent that exhibit
nos. 8-10, 12 and 15 are submtted to show that defendant
had received these letters, the exhibits are acceptable

and have been considered as part of the record.

of ficial records.

® Further, the statements contained therein do not attest to, and are
not probative of, defendant’s use of its mark in connection with the
rendering of the services identified in defendant’s application and
regi stration.
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Finally, plaintiff contends that defendant’s
exhi bits nos. 10-14 and 16-26 shoul d be excluded as
irrelevant.®® Because these exhibits pertain to matters
in issue in this proceeding, we have considered them for
what ever probative value they may have.

The Record

The record consists of the pleadings; the files of
the invol ved application and registration; a U S. Postal
Service statenent submtted by plaintiff’s notice of
reliance; and the testinony depositions, wth
acconpanyi ng exhibits, of defendant’s w tnesses, Bradley
Janmes Bunker and Joseph J. Pawl ak, and of plaintiff’s
Wi t ness, Bruce Strain.'* Both parties filed briefs on the

case but a hearing was not requested.

Anal ysi s
We consider, first, the issue of |ikelihood of
confusion. In its brief (pg. 14), defendant makes the

foll owing statenent with respect to the marks and

servi ces:

10 plaintiff also argues that certain specified portions of its own
Wi tness’'s testinony, that of M. Strain, are admissible. However,

defendant’s brief contains no objections to M. Strain’s testinmony.
Thus, we have not considered plaintiff’'s conments, although we have
considered M. Strain's testinony.

B plaintiff subnmitted M. Strain’s testinony fromits case in chief,
Wit h acconpanyi ng exhibits nos. 1-77, by notice of reliance. Use of a
notice of reliance is unnecessary for the subm ssion of testinony and
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[ Def endant] does not deny that its marks ...are
confusingly simlar to [plaintiff’s] marks
Furthernmore, it is clear that both [defendant’s

and plaintiff’s] respective marks are used in

connection with substantially simlar, if not

i dentical, services.

We consider defendant’s statenent in its brief to be a
concession that the parties’ marks are substantially
simlar; that the parties’ services of installing airbags
and airbag sensors in autonobiles in which the previous
ai rbags have been deployed are substantially simlar, if
not identical; and that, thus, confusion as to source is
likely if both parties use their respective marks in
connection with these services.

Thus, the only issue before us, and the issue
principally argued by the parties, is priority. W begin
by reciting the pertinent facts of record about the
airbag reinstallation business and plaintiff’s and
defendant’ s respective businesses in the United States.*?

The evidence establishes that airbags becane
optional in 1987-nodel donestically-manufactured

passenger cars; that, to conply with federal regulations,

manuf acturers put driver airbags in all passenger cars

acconpanyi ng exhibits; and it is an inappropriate use of a notice of
reliance.

12 Defendant’ s evidence regarding its use of its mark in connection wth
services rendered in Canada is not relevant to our deternination of use
and priority in the United States.

10
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manuf actured after Septenber 1, 1989; and that driver and
front passenger airbags becanme mandatory in passenger
cars manufactured after Septenber 1, 1997, and in vans
and |ight trucks manufactured after September 1, 1998.1%°

The 1991 Mtchell Airbag Service and Repair Mnual

(Exhibit 82, testinony of M. Strain) includes entries
for donmestic passenger car nodel -years beginning in 1988
and i nported passenger car nodel -years beginning in 1985.
According to the testinony of M. Strain, prior to 1992,
aut obody shops did not have the specialized tools
necessary to diagnose or test airbag systens, so all such
testing and repl acenents were done by auto deal erships
prior to 1992.

M. Strain testified that he registered SUPPLEMENTAL
RESTRAI NT SPECI ALI STS as a fictitious name with the state
of California on June 17, 1992; that, in 1992, plaintiff
began using the marks SRS and SUPPLEMENTAL RESTRAI NT
SPECI ALI STS and design in connection with its airbag
di agnostic and installation business; and that, through
1993, plaintiff was also conducting a substantial anount

of market research and distributing pronotional materials

13 We take judicial notice of these facts contained in Exhibit 79 to M.
Strain’s testinmony. Exhibit 79 is a Decenber 1996 report to Congress by
the National Hi ghway Traffic Safety Administration entitled

“Ef fectiveness of Occupant Protection Systens and Their Use.”

11
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to determne if its business would flourish and to ensure
that its prices were conpetitive. 1In 1994 plaintiff
began operating its airbag diagnostic and installation

busi ness at a profit."

Also in 1994, plaintiff began
conducti ng wor kshops on airbag system di agnostics and
installation to autobody shops and insurance conpany
adjusters. In 1995 plaintiff began selling airbag system
di agnostic tools. Plaintiff’s business, including the
sal e of the above descri bed services and products, has
been continuous to the present.

Plaintiff’s diagnostic and installation services

have been offered only in California.*® Plaintiff’'s

1“4 At p. 19 of M. Strain’s October 14, 1998 testinony, he states that
in 1992 plaintiff was rendering its described diagnostic and
installation services under its marks. However, at p. 206 of the sane
deposition, M. Strain states that he “received [his] first paynent for
income toward the business” in 1994. From other statements nade in
proximty to these two statenents, we conclude that plaintiff began

of fering and rendering its airbag diagnostic and installation services
under its mark in 1992, but first realized a profit in 1994.

15 Defendant argues, for the first tinme inits brief, that plaintiff has
not offered its services outside of the state of California. Defendant
appears to acknow edge plaintiff’'s priority of use in California and
asks that defendant be granted registrations for all of the United
States except California. This is not a concurrent use proceedi ng, and
i ssues of concurrent use have not been tried or established. Therefore,
we have given defendant’s statenents in this regard no consi deration.

To the extent defendant is challenging plaintiff’s standing by
asserting that plaintiff’s installation services have been rendered only
in California, such an argunment is not well taken. Plaintiff has shown
that it is in the identical business as defendant and, thus, plaintiff
has established its interest.

Finally, to the extent defendant is challenging plaintiff’s
priority by asserting that plaintiff’'s use of its mark nust be on
services rendered across state lines, this argunent is also not wel
taken. The Trademark Act prohibits the registration of a mark which is

12
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services are rendered to autobody shops; however,
i nsurance conpany adjusters and/or managers consider and
approve the estimates submtted by plaintiff to the
aut obody shop. The evidentiary record supports M.
Strain’s statenents.

Addi tionally, the record includes copies of several
articles about airbag reinstallation in nationally
di stri buted publications for the autobody and insurance
i ndustry. The articles refer to plaintiff’s services
rendered under its mark. The evidence indicates,
further, that plaintiff advertises its services
identified by its mark in these publications; that its
enpl oyees author articles in these publications; and that
its enpl oyees participate in workshops and conferences
regardi ng the diagnosis and reinstallation of airbags
of fered by insurance conpani es and prof essi onal
organi zations in this field.

Def endant’ s princi pal wi tness was M. Bunker,
def endant’ s president, who testified that defendant has
been in business installing airbags in Canada since 1989.
M. Bunker stated that defendant has been advertising its

services in the United States since 1989; and that

likely to cause confusion with a mark previously used in the United
States; there is no requirenment that such use be in interstate commerce

13
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def endant has perfornmed services in the United States for
body shops referred to defendant by U S. insurance
conpani es. However, M. Bunker was very vague about the
first date of use, and nature, of the services perforned
in the United States; and he was vague regardi ng any
services performed in the United States up to the
present. Furthernore, defendant has submtted no
docunment ary evi dence to support M. Bunker’s statenents
regardi ng use of the mark in the United States.®

Def endant’ s deposition of M. Pawl ak, a De Wtt, New
York, field supervisor with Kenper |nsurance Conpany,
attests only to his having been contacted by M. Bunker
in 1992 and 1998; and M. Paw ak confirnms that he did not
purchase any goods or services from M. Bunker or
def endant. Exhibits to M. Bunker’s testinony include
defendant’s file copies of pronotional letters to third
parties and letters fromthird parties acknow edgi ng
recei pt of pronotional/informational materials. However,
this is not evidence that actual sales have taken place
in the United States. Simlarly, evidence indicating

printing purchases and sem nars and services rendered in

1 M. Bunker stated that defendant mmintains records for only a period
of five years; however, defendant has produced no invoices or other

evi dence of use of its mark in connection with services rendered in the
United States during the five years preceding the testinony period, the
period for which defendant allegedly keeps records.

14
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Canada do not establish defendant’s use of its mark in
connection with services rendered in the United States.

Thus, we find that defendant has not established use
of its marks in the United States on this record.
Defendant’s priority filing date of its opposed
application (July 12, 1995) is the only date upon which
def endant may rely for establishing priority in the
opposition. In the cancellation, it is clear that a
Suppl enental Regi ster registration is inconpetent as
evidence to establish priority of use of defendant’s
mar k; the Supplenmental registration is evidence of
not hi ng nore than the fact that the registration issued
on the date printed thereon. It is entitled to no
presunptions of validity, ownership, use or priority.
See Andrea Radio Corporation v. Prem um I nport Co., Inc.,
191 USPQ 232 (TTAB 1975); Nabisco, Inc. v. George Weston
Limted, 179 USPQ 503 (TTAB 1973); Al oe Creéne
Laboratories, Inc. v. Bonne Bell, Inc., 169 USPQ 246
(TTAB 1970); and Nautall oy Products, Inc. v. Danielson
Manuf acturi ng Conpany, 130 USPQ 364 (TTAB 1961).

While the actual date of first use of plaintiff’s
marks is not entirely clear fromM. Strain’s testinony,

t he body of evidence of record establishes that plaintiff

15
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first used its mark in connection with its airbag
reinstallation services in 1992.

Thus, we conclude that plaintiff has established its
priority of use of its pleaded marks in connection wth
its services with respect to both defendant’s mark in its
pendi ng application and its mark in its Suppl enental
Regi ster registration; and that there exists a |likelihood
of confusion with respect to the parties’ marks and
i dentical services.

Deci sion: The opposition is sustained and the
petition to cancel is granted. Defendant’s registration

will be cancelled in due course.
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